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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-3, 6-15, 17 and 19-23 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Miura et al (U.S. Patent No. 6,862,103) hereinafter Miura. 

Regarding claim 1 , Miura discloses a system (fig. 9, diagram of the 
network print system) for generating a personalized publication, comprising: a 
processor; and a memory, coupled to the processor (fig. 9, client 101 is an 
information processing apparatus such as a personal computer or the like- 
inherently personal computer have memory that is coupled to the processor with 
instruction on how to process tasks), the memory containing instructions that 
when executed by the processor cause the processor to receive information 
identifying a background template and a foreground image (col. 10, lines 9-13, 
the browser is used to send request to the server to retrieve data which is the 
template and the image data); acquiring the background image from a network 
resource (col. 10, lines 30-33, a form template storage unit 108 stores form 
templates-the server sends an HTML document corresponding to a given form 
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template to the client); acquiring the foreground image from a network resource 
(col. 10, lines 40-43, data storage unit 109 is a database for storing task data, 
which is the foreground data that is to be inserted into the template) ; and 
merging the background template and the foreground image (col. 13, lines 25-26, 
the form template and data are merged). 

Regarding claim 2, Miura discloses the system of claim 1 , wherein the 
processor further includes means (fig. 9, network 105, is used to connect the 
client to the server for acquiring the template and image data) for connecting to 
the network resource for acquiring the background template and the foreground 
6853461 image. 

Regarding claim 3, Miura discloses the system of claim 1, wherein the 
processor further includes a staging area (fig. 9, image generation servers 908 
and 909) for maintaining the merged background template and foreground image 
(col. 15, lines 24-25, merging of data and form template). 

Regarding claim 6, Miura discloses the system of claim 1 , wherein the 
instructions when executed by the processor further cause the processor to 
connect to a transmission medium (fig. 9, network 105) and transmit the merged 
background template and foreground image along the transmission medium (col 
12, line 1 , the web browser is used to display the received data which is 
transmitted via the network 105 to the client 101). 

Regarding claim 7, Miura discloses a method for generating a 
personalized publication, comprising: 
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(a) retrieving a background image including foreground information image . 
(col. 10, lines 9-13, the browser is used to send request to the server to retrieve 
data which is the template and the image data), the foreground information being 
identified by a unique identifier (col. 1 1 , lines 29, a URL of the document); 

(b) retrieving content to be maintained as the foreground information (col. 
1 1 , lines 47-51 , the server searches the data storage unit 10 using the selected 
person name and table as keys at the designated URL to acquire data); and 

(c) merging the foreground information and the background image (col. 
13, lines 25-26, the form template and data are merged). 

Regarding claim 8, Miura discloses the method of claim 7, further 
comprising: (d) storing the merged foreground information and background 
image in a delivery area (col. 12, lines 43-48, the retrieved template and image 
data are stored in memory in the server). 

Regarding claim 9, Miura discloses the method of claim 8, further 
comprising: (e) delivering the merged foreground information and background 
image to a requesting location (col. 13, lines 64-65, the data generated in step 
S706 is sent to the ciient which is the requesting location). 

Regarding claim 10, Miura discloses the method of claim 9, wherein the 
requesting location is a client station (col. 13, lines 64-65, the data generated in 
step S706 is sent to the client which is the requesting location). 

Regarding claim 1 1 , Miura discloses the method of claim 7, further 
comprising receiving a request for merged information, the request for receiving 
the merged information being performed before the merging step (fig. 5, shows 
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the client requesting the data to be printed, S501 to S504 are steps for retrieving 
the template and data before the merging is done in S505). 

Regarding claim 12, Miura discloses the method of claim 7, wherein the 
background image comprises a template (col. 12, line 19, fig. 3, shows an 
example of the form template used as the background image). 

Regarding claim 13, Miura discloses the method of claim 7, wherein the 
foreground information retrieving step comprises: 

(b1) accessing a user-defined file from a network resource (fig. 9, 
foreground data is stored in the data storage unit 109); and 

(b2) storing the user-defined file in a staging area (col. 12, lines 43-48, 
the retrieved template and image data are stored in memory in the server). 

Regarding claim 14, Miura discloses the method of claim 13, wherein the 
user-defined file comprises one of the following: an image, a comic strip and a 
quote (col. 10, lines 40-41 , data storage 109 is a database or the like and stores 
task data-it is known in the art that database can be used to store data, which 
can be text or graphic and that graphic can be merge with template). 

Regarding claim 15, Miura discloses the method of claim 7, wherein the 
background image retrieving step further comprises: 

(a1) accessing a network resource containing a plurality of background 
images (fig. 9, templates are stored in the form templates storage unit 108); and 

(a2) retrieving a user-defined background image from one of the plurality 
of background images (fig. 5, S502 a request is made to search for a specific 
template); and 



Application/Control Number: 10/077,128 Page 6 

Art Unit: 2624 

(a3) storing the user-defined background image in a staging area (col. 12, 
lines 43-48, the retrieved template and image data are stored in memory in the 
server). 

Regarding claim 17, Miura discloses a method for generating a 
personalized electronic document, comprising: 

(a) receiving information identifying a background template and a 
foreground image (fig. 2, shows a browser where a user can select the 
background template and the foreground image); 

(b) acquiring the background template from a network resource (fig. 9, 
form templates storage unit 108 is used to store templates where a user can 
select to use as the background); 

(c) acquiring the foreground image from a network resource (fig.9, data 
storage unit 109 is used to store data where a user can select to use to merge 
with the background); and 

(d) merging the background template and the foreground image (col. 13, 
lines 25-26, the form template and data are merged). 

Regarding claim 19, Miura discloses the method of claim 17, wherein the 
information receiving step further comprises: 

(a1 ) receiving a background type identifier (col. 1 1 , line 53, the name of 
the form is select by the user which is the identifier of the template to be used, 
see fig. 2, selection fields 206); and 

(a2) receiving foreground image placement information (col. 12, lines 64- 
65, the position of variable data fields to be merged with the form template); 



Application/Control Number: 1 0/077, 1 28 Page 7 

Art Unit: 2624 

Regarding claim 20, Miura discloses the method of claim 19, further 
comprising: 

(a3) receiving a foreground image identifier (col. 11, line 52, the person 
name is the identifier of the foreground image to be used, see fig. 2, selection 
fields 207). 

Regarding claim 21, Miura discloses the method of claim 17, wherein the 
foreground image is identified as being one of the following: a comic, an image, a 
quote (col. 10, lines 40-41, data storage 109 is a database or the like and stores 
task data-it is known in the art that database can be used to store data, which 
can be text or graphic and that graphic can be merge with template). 

Regarding claim 22, Miura discloses the method of claim 1 9, wherein the 
foreground image placement information causes the foreground image to be 
positioned along the top (fig. 3, monthly report of overtime work 301 is place on 
the top of the template), bottom, or side portions of the background template. 

Regarding claim 23, Miura discloses the method of claim 19, wherein the 
foreground image placement information causes the foreground image to be 
positioned about the central portion of the background template (fig. 3, shows the 
frame 302 which is placed about the central portion of the background template, 
the foreground data that goes inside the frame is therefore about the central 
portion of the template). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 4, 5, 16 and 18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Miura in view of Gibson (U.S. Patent No. 5,761,684). 

Regarding claim 4, Miura discloses the system of claim 1 , wherein the 
servers merge the background and foreground image together and sent to the 
merged data to the client (see, fig. 5). 

Miura does not disclose expressly that memory further contains 
instructions that when executed by the processor causes the processor to 
receive information defining a date for transmitting the merged background 
template and foreground image to a client. 

Gibson discloses a system for publishing and delivering the personalized 
document according to the publishing and delivery schedules (col. 14, lines 45- 
51). 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention was made to modify Miura as per teaching of Gibson because of 
the following reason: by being able to schedule the deliver of merged data over a 
network at a scheduled time or interval would have be convenient for the user so 
that he/she does not have to come back to the server and input the same 
information therefore saving the user time. 

Regarding claim 5, the combination of Miura and Gibson discloses the 
system of claim 4, wherein the processor further includes a delivery area (Miura, 
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col. 12, lines 43-48, the retrieved template and image data are stored in memory 
in the server) for maintaining the merged background template and foreground 
image before being transmitted in response to the transmission date. 

Regarding claim 16, Miura discloses the system of claim 9, wherein the 
servers merge the background and foreground image together and sent to the 
merged data to the client (see, fig. 5). 

Miura does not disclose expressly that memory further contains 
instructions that when executed by the processor causes the processor to 
receive information defining a date for transmitting the merged background 
template and foreground image to a client. 

Gibson discloses a system for publishing and delivering the personalized 
document according to the publishing and delivery schedules (col. 14, lines 45- 
51). 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention was made to modify Miura as per teaching of Gibson because of 
the following reason: by being able to schedule the deliver of merged data over a 
network at a scheduled time or interval would have be convenient for the user so 
that he/she does not have to come back to the server and input the same 
information therefore saving the user time. 

Regarding claim 18, Miura discloses the system of claim 17, wherein the 
servers merge the background and foreground image together and sent to the 
merged data to the client (see, fig. 5). 
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Miura does not disclose expressly that memory further contains 
instructions that when executed by the processor causes the processor to 
receive information defining a date for transmitting the merged background 
template and foreground image to a client. 

Gibson discloses a system for publishing and delivering the personalized 
document according to the publishing and delivery schedules (col. 14, lines 45- 
51). 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention was made to modify Miura as per teaching of Gibson because of 
the following reason: by being able to schedule the deliver of merged data over a 
network at a scheduled time or interval would have be convenient for the user so 
that he/she does not have to come back to the server and input the same 
information therefore saving the user time. 

Contact Information 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Andrew H. Lam whose telephone number is 
(571) 272-8569. The examiner can normally be reached on M-F (9:30-6:00). 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, David K. Moore can be reached on (571) 272-7437. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
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published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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